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In the recent Singapore High Court decision of Societe Des Produits Nestlé SA and 
another v Petra Foods Ltd and another, Nestlé’s attempt to enforce its trade dress 
(shape and packaging of its Kit Kat® chocolate) against Petra Foods (“Petra”) was 
cruelly thwarted. In a 150-page dress down, Justice Cheng Seng Onn provided a great 
analysis on why enforcing your trade dress may not be a walk in the park. 

Nestlé has produced Kit Kat® 
chocolate bars since 1937 and 
had registered the shape of both 
the 2 and 4 fingered Kit Kat® bars 
as trademarks in Singapore in 
2000. Nestlé brought Petra to 
court for producing, importing 
and selling the “Delfi Take-It” 
chocolate bar, which has

striking similarities to Kit Kat® in both the shape of the chocolate and the packaging. 
Accordingly, Nestlé claimed that Petra had infringed their (i) registered trademarks 
and (ii) unregistered well-known marks for the shape and representation of its Kit 
Kat® bars, as well as their (iii) copyright on the design of Kit Kat®’s packaging.

On the trademark front, Petra’s main defence was in their counterclaim that the Kit 
Kat® shapes are incapable of being protected as trademarks. That being the case, 
Nestlé’s shape trademarks have been registered in breach of the Singapore Trade 
Marks Act, therefore, they are invalid. Similarly, Nestlé’s claims of well-known marks 
infringement should also fail as the shapes were not trademarks to begin with. 

Trying to invalidate the registrations of the Kit Kat® shape, Petra claimed that the 
shape is barred from registration (in accordance to the Trade Marks Act) as it 
consists exclusively of (i) a shape resulting from the nature of the goods, (ii) a shape 
which is necessary to achieve a technical result, or (iii) a shape which gives 
substantial value to the product. It was on the technical result exception that Petra 
succeeded.

The Kit Kat® shape was described as having three essential elements – the 
rectangular slab, to enable the bar to be moulded and stacked; the presence and 
position of breaking grooves to make each finger easy to break apart; and, the 
number of breaking grooves to achieve a desired portion size, all of which were 
found to be necessary to achieve a technical result.

The Court decided that for something to 
satisfy the technical result exception, the 
shape of the goods has to either create a useful 
functional feature, or be required for the 
efficient manufacture of the goods. The 
reasoning behind the technical result 
exception is to prevent the creation of a 
monopoly, which would occur where a 
manufacturer registers a certain shape, and
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April is always an exciting month for us because of two special occasions – 
our birthday (we turn 16 this year) and World IP Day. And boy, do we love 
this year’s World IP Day theme. 

In celebration of music and the people behind the music, this 26th April, 
together with the IP community all around the world, we “Get Up, Stand 
Up. For Music.”

Music is an inspiring medium that transcends  borders and has the innate 
power to move people. It is only fitting then, that we give due recognition 
for all the blood, sweat, toil and tears that go into the creation and 
dissemination of music before the tunes even reach our ears.  As music 
continues to evolve, so does the role of IP within the music industry. So this 
World IP Day, let us not only “Get Up, Stand Up. For Music.” but also “Get 
Up, Stand Up. For our IP Rights.” 

Go behind the scenes for some inside info on the music industry at the 
official World IP Day Facebook page: www.facebook.com/worldipday

Celebrating World IP Day: Celebrating World IP Day: 
GET 
UP. Stand                            UP.

but merely see it as chocolates that are sold under the more distinctive 
“KIT KAT®” trademark. Accordingly, the Kit Kat® shape did not acquire 
distinctiveness and as such it was not registrable. 

Although it had invalidated the registrations of the Kit Kat® shape, the 
Court nevertheless took time to consider whether the shape (if it were 
not invalid) had been put to use by Nestlé as Petra had claimed that the 
registrations of the shape as a trademark should be revoked on grounds 
of non-use. Following its finding that the shape was not used in a 
trademark sense (as it was not viewed by the consumers as a trademark), 
so it must follow that the shape was never used in Singapore, 

its competitors are forced to resort to a more expensive manufacturing process or use a cheaper process resulting in an 
inferior product. 

The Court did not find that the Kit Kat® shape is a result of the nature of the goods or that the shape gives substantial 
value to the product. As the primary function of a chocolate bar is to taste good and look appetising, it could be of any 
shape.

Petra also claimed that the Kit Kat® shapes were registered in contravention of the Trade Marks Act as it is incapable of 
functioning as a trademark. Petra’s claim that the Kit Kat® shapes are not capable of distinguishing the goods was rejected 
by the Court because the Kit Kat® shape was not descriptive, generic or commonplace. Nevertheless, Petra was able to 
convince the Court that the Kit Kat® shape was not distinctive. In coming to this conclusion, the Court took the stance that 
a shape is never inherently distinctive as consumers are unlikely to take it as denoting trade origin. Accordingly, in order 
for a shape to be considered distinctive, it must have acquired a secondary meaning through use. This secondary meaning 
is acquired if the consumers are able to rely on the shape alone to identify the origin of the product. The Court held that 
just because the shape is unusual for a chocolate bar does not mean the public will automatically take it as representing 
trade origin. What had to be shown by Nestlé to prove distinctiveness was that the average consumer would regard the 
registered shape, in isolation from the product packaging and branding, as being a badge of trade origin. Particular weight 
was given to the fact that the Kit Kat® shape had never been used without a logo or other distinguishing features. The 
Court was of the opinion that the consumers did not view the Kit Kat® shape as a trademark  
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IP In Music: Shake Your Money Maker
BY REBECCA CHONG

and as such the registrations are subject to revocation. 

Nestlé consequently had their trademark for the Kit Kat® shape declared invalid and removed from the trademark 
register and were also ordered to pay damages for making groundless threats of trademark infringement.

On whether Petra had infringed the unregistered well-known marks of Nestlé, the Court found that as the Kit Kat® 
shape is itself incapable of functioning as a trademark (non-registrable) it should not be afforded protection as a 
well-known mark.

As for Nestlé’s claim of copyright infringement, the Court 
found that the packaging of the “Delfi Take-It” chocolate bars 
had copied a substantial part of Kit Kat®’s packaging (which 
is a protected Artistic work). However, Nestlé was unable to 
prove that it was the owner of the Artistic work because there 
was insufficient evidence to show that the designer (i.e. the 
author) of the Artistic work had transferred its ownership to 
Nestlé. Consequently, the Court could not find that Petra had 
infringed Nestlé’s copyrights, adding salt to a giant gaping 
wound. .end.

“Seems like everybody's got a price, I wonder how they 
sleep at night when the sale comes first and the truth 
comes second…” – Jessie J quite aptly describes the music 
industry in the 21st century in that opening line from her 
massive hit, “Price Tag”. Traditionally, artists assign the                    
                             copyright of their work (recording of a 

difficult to monetize their music, particularly 
because with just a click of the mouse, 
music lovers all around the world are 
able to listen to or download songs for 
free! At the rate the internet is dominating 

song) to a record label and in return receive royalties 
from sales of their music. But today, artists find it

the world, pretty soon CDs will be in the same category as 
cassettes – antiques.

However, to say that the music industry is dying is not 
entirely true. Last year, Dr. Dre earned USD620 million, 
followed by Beyonce with USD115 million while The 
Eagles, who ranked third in the Forbes list of highest-paid 
musicians, took home USD100 million. Doesn’t seem to 
add up? Actually, it does, with a simple explanation – the 
music industry now has different revenue sources to 
generate income and it all boils down to the exchange of 
finance for other intellectual property (IP) rights, on top 
of the “old fashioned” copyright.

On May 2014, Apple Inc. made what is said to be the 
company's largest acquisition in its history, buying over 
Dr. Dre and Jimmy lovine's audio company, Beats 
Electronics – producer of the Beats by Dr. Dre line of 
headphones and speaker products, and operator of the 
“Beats Music” streaming service – for USD3 billion. 
Technically, with the success of iTunes, Apple did not 
need Beats Music for streaming, and with billions in cash 
on hand, Apple could easily come up with high quality 
headphones and speakers themselves. So why spend so 
much on Beats, which are neither the best headphones (if 
critics are to be believed) nor the cheapest? Many reckon 
that it is because Beats has developed a portfolio of 
celebrity endorsements apart from Dr. Dre himself. In 
other words, this is a perfect example of successful 
branding; a sheer instance of exploitation of trademarks 
whereby the popular ‘b’ mark (and its varieties) has 
translated into economic value. Recognizing the value 
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Innovation is now SEXY
BY GEETHA K.
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in brands and trademarks, Beats Electronics has filed 
approximately 81 trademark applications in the US, 47 in the 
European Union and 58 applications in Malaysia, and that’s not 
counting the many others filed in other countries around the 
world. 

Treading on a similar path as Dr. Dre is entrepreneurial-minded 
pop sensation, Taylor Swift, who has filed approximately 117 
trademark applications in the US, which include her own name, 
signature and initials in various forms. Whether it is foresight or 
the desire to make money off the things she has created, she 
recently applied to trademark several phrases from her songs, 
including “This Sick Beat”, “Nice to Meet You. Where You Been”, 
“Party Like It’s 1989” and “Cause We Never Go Out Of Style”, to name a few. It is just a matter of time before she decides to 
harvest the fruits of her own trademarks and even if she never sells merchandise under these trademarks, she is certainly 
preventing other companies from taking her ideas and turning them into gold. 

On the other side of the spectrum, some artists prefer to utilize relevant IP rights to make a statement of exclusivity. During a 
chat with one of my friends, I mentioned that the late Michael Jackson patented the shoes used to perform his iconic 
“anti-gravity” dance move, allowing him to lean at a forty five degree angle without any strings attached. That revelation 
crushed my friend's childhood belief that the late King of Pop did it just because he could. It was like telling kids that Santa 
isn’t real. Anyway, back to the patented shoes, a patent is essentially a right granted to the owner of an invention that prevents 
others from making, using or selling the invention without his permission. With such right in hand, Michael Jackson could 
have licensed his invention to others and profited from it, but he did not.

Although the value of a brand is becoming an increasingly lucrative IP commodity in the music industry, it should not 
undermine the gravity of copyright. In early March, a federal jury in Los Angeles decided that the song "Blurred Lines" was 
improperly copied from Marvin Gaye's 1977 song "Got To Give It Up". It was thus held that Robin Thicke and Pharrell 
Williams had committed copyright infringement and as a result of that, they now have to pay more than USD7.3 million to 
Gaye's family. Ka-ching! 

The prominence of music in our lives, and indeed in the lives of those behind the music, is 
undeniable. This year’s theme for World IP Day – “Get Up, Stand Up. For Music.” – is a 
strong indication of that, bringing into the spotlight the various aspects and players 
involved in the music industry. So it’s plain to see that whether you are planning to build 
a business empire like Dr. Dre and Taylor Swift, or create a one-of-a-kind masterpiece in 
the name of art or just be your own unique self and express music in your own unique 
voice, ensuring all your relevant IP rights are covered and managing them well will 
certainly keep you afloat in the waves of the new music economy. .end.

Twenty years ago, the word “innovation” was not used as much as it 
is today. Not just in Malaysia but also worldwide. As countries enter 
into recession and competition gets stiffer, companies are constantly 
being asked to “innovate”. Positions such as Chief Innovation Officer 
(Xerox®), Global Innovation Strategy Lead (PwC®), Global Product 
Innovation Lead (PwC®), User Innovation Designer Lead 
(Samsung®), Director of Innovation Management (Johnson & 
Johnson®) and Innovation Incubator Leader (Ernst & Young®) have 
sprouted in recent years. A search on LinkedIn® for the term 
“Innovation Manager” revealed 78,000 plus jobs! McDonalds® has a 
position called “US Retail Experience Innovation Manager”. 



APRIL ’15IP exposé

5www.kass.com.myINNOVATIONS DECIDE sm

We could go on and on, but this quite adequately proves that innovation is no longer just a 
buzzword, it is now also a part of business culture all over the world.

When asked what “innovation” means to her, the Innovation Manager at a top consulting firm in 
New York mused, “As the pace of how people think and execute accelerates, innovation is 
critical to sustaining any competitive advantage that individuals and firms have in the 
marketplace.” Lee Pham, Director of Global IP Strategy for American Express®, pondered the 
same question and expressed that “If necessity is the mother of invention, then I believe that 
desire is the mother of innovation. Innovation happens when we creatively apply better 
solutions to problems that are already solved, driven by our desire to achieve greater ends.”

It seems our Prime Minister Datuk Seri Najib Tun Razak has the same view. On 25th February 
2015, he told the nation “The idea is to innovate, not compete by offering low-priced items”. 
Then recently, on 7th March 2015, he said “I hope to see more Malaysians put on their creative 
hats and explore how they can come up with innovations that will benefit the economy and 
mankind.” Innovation is definitely key to a country’s growth and development. There have been 
enough studies to evidence this and the total number of patent applications in the country is a 
good measure of the growth and development of a nation. 

In Malaysia, there were 1,439 patent applications filed last year. Statistics were recently released 
by the Intellectual Property Corporation of Malaysia (MyIPO) on our country’s top 20 patent 
filers (see Table 1). 

Similar to previous years, the top innovators in the country are the universities and research 
institutes. University Malaya (our oldest university and a highly esteemed one) ranked the 
highest with 162 patents filed last year. University Malaya usurped MIMOS Berhad from 

Table 1: Top 20 Malaysian patent filers in 2014                         (Source: MyIPO)

No. Applicant No. Of 
Applications 

1 University of Malaya 162 

2 MIMOS Berhad 117 

3 Universiti Teknologi Malaysia 90 

4 Universiti Teknologi Petronas 51 

5 Universiti Putra Malaysia 49 

6 Telekom Malaysia Berhad 43 

7 Universiti Malaysia Perlis 36 

8 Universiti Kebangsaan Malaysia 33 

9 Universiti Tun Hussein On Malaysia 28 

10 International Islamic University Malaysia (UIAM) 20 

 Universiti Malaysia Pahang 20 

12 Institute Of Technology Petronas Sdn. Bhd. 19 

13 Majlis Amanah Rakyat (MARA) 18 

14 Universiti Tenaga National 15 

 Malaysian Palm Oil Board (MPOB) 15 

16 Petroliam Nasional Berhad (PETRONAS) 14 

 Universiti Sains Malaysia 14 

 Malaysian Agricultural Research And Development Institute (MARDI) 14 

19 Pixart Imaging (Penang) Sdn. Bhd. 13 

20 Universiti Malaysia Sarawak 10 
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An Observation on Patent Activities of Universities in 
the US

BY P. KANDIAH

Whilst in Malaysia the local universities are competing to secure more patents for their R&D efforts, how do 
universities in the US fare in terms of acquiring patent rights for their R&D efforts?

KASS is pleased to bring you the list of universities ranked according to the number of patents granted to them by 
the US Patent and Trademark Office (USPTO) in 2013.

It is surprising that many notable research 
universities in the US were missing from the Top 
300 patentees list, but it is significant to note 
that among the foreign universities which 
obtained patents in US in 2013, only Tsinghua 
University of China and National Taiwan 
University made it on the list.

Whilst the number of patents obtained by the 
universities reflects the quantum of patentable 
research carried out in the respective 
universities, it is not necessarily 
an indication of whether the 
patented technology has been 
successfully commercialized 
or whether the 
commercialization 
revenue received by 
the universities on 
the list also 
corresponds to the 
same ranking order 
as the number of 
patents obtained by the 
universities.

List of universities extracted from Top 300 Organizations Granted US Patents in 2013 
report compiled by the Intellectual Property Owners Association (IPO) of the US
Data extracted from data published by the US Patent and Trademark Office (USPTO)

Note:

.end.

No. University 
Patents granted 

by USPTO 
(2013) 

1 University of California 399 

2 Massachusetts Institute of Technology 281 

3 Tsinghua University 193 

4 Stanford University 170 

5 University of Texas 169 

6 California Institute of Technology 147 

7 Columbia University 104 

8 University of Michigan 97 

9 University of Illinois 96 

10 National Taiwan University 95 

11 University of South Florida 95 

 

its position as top filer. MIMOS, an agency under the Ministry of Science, Technology and Innovation (MOSTI) that is 
involved in Information and Communications Technology, Industrial Electronics Technology and 
Nano-Semiconductor Technology, was the top filer for three years in a row – 2011, 2012 and 2013 with 102, 107 and 
120 patents filed respectively. 

The International Islamic University of Malaysia (IIUM), Majlis Amanah Rakyat (Malay for Indigenous People's Trust 
Council, also known as MARA), Universiti Sains Malaysia and Pixart Imaging (Penang) Sdn Bhd are the new movers and 
shakers on the 2014 list and are certainly worth a mention. Pixart Imaging stands out as they are the only 
non-government-related private limited corporation in the list. 

Pixart Imaging was established in 2012 and is owned by Pixart Imaging Inc in Taiwan, a provider of CMOS image sensors 
and related image application solutions, including image sensing technologies that are suited for optical mice, gaming 
devices, internet-of-things devices, healthcare and wearable electronics, digital cameras and such.

The Top 20, as a whole, filed 781 patents last year which is 54% of the total patent applications in 
Malaysia in 2014. With such impressive statistics, we congratulate the Top 20 and wish them all 
the best in commercializing the rights they are securing. As we all know, securing patent rights is 
the first step towards success. The big buck$ are raked in through smart commercialization. So be 
as sexy as you can be – innovate and commercialise away! .end.
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CAMBODIA
Cambodia joins the Madrid 
Protocol

Cambodia became the 95th member of 
the Madrid Protocol on 5th March 2015, 
with the Protocol coming into effect on 
5th June 2015. 

With this move, Cambodian trademark 
owners can secure their trademarks 
across all member countries 
in a more convenient and 
cost-effective manner, 
while those from 
member countries 
will also be 
able to opt for 
Cambodia as a 
designated 
contracting party 
when seeking trademark 
protection.

Read more at www.wipo.int and 
www.cambodiadaily.com

SINGAPORE
Fake phones worth SGD600,000 
seized

11 men were recently apprehended on 
suspicion of selling and distributing 
fake goods following a raid in Little 
India. Police seized 12,900 counterfeit 
mobile phones, in addition to several 
mobile device accessories, which were 
valued at SGD600,000 (USD438,000) 
in total. 

Read more at www.straitstimes.com

THE PHILIPPINES
IPOPHL launches online IP 
marketplace

IP Depot, an online portal that 
facilitates the commercialisation of IP 
assets, was soft-launched by the 
Intellectual Property Office of the 
Philippines (IPOPHL) on 26th February 
2015 as a platform to help IP owners

Seized counterfeit goods up by 70%

IPOPHL recently reported a 70% increase 
in seized counterfeit goods from 2013 to 
2014. Last year’s confiscated counterfeits 
amounted to P13.32 billion (USD298 
million), making it the highest on record, 
according to IPOPHL Deputy Director 
General Allan B. Gepty.

Read more at www.manilatimes.net

showcase, buy, sell or license their 
registered IP assets.

This launch follows quick on the heels 
of the launch of Malaysia’s

Read more at www.ipdepotph.com

IPR marketplace 
(www.iprmarketplace.
com.my), signaling a 
renewed urgency for 
IP commercialization 
services not just in 
South East Asia, but 
also globally.

[The Intern Interview]  Amahl Weeramantry

What are you passionate about in life?
Cooking is a great passion of mine and 
the thing I love most about it is the end 

result – eating. So Malaysia has been the 
perfect destination. I have enjoyed 

waking up to a Nasi Lemak and a Teh 
Tarik and will be forever grateful for 
being introduced to dishes like Bak Kut 
Teh, Penang Char Kway Teow and Nasi 
Kandar. I have taken a cooking class, 

and will be taking a few handy tips and 
hints back to my kitchen!

PROPOSED PATENT 
& TRADEMARK FEE 
REVISION BY 
MYIPO
The Intellectual Property 
Corporation of Malaysia 
(MyIPO) is planning to 
revise its patent and 
trademark fees this year, 
with the revision most likely 
take effect in the second 
quarter of 2015. 

The proposal sees a general 
fee increase across the 
board, ranging between 5% - 
50% with most changes at 
the higher end of the range. 

If you have any intellectual 
property that you intend to 
seek protection for, whether 
in terms of patents, utility 
innovations or trademarks, 
it would be wise to do so 
without delay! Contact us at 
kass@kass.com.my 
for assistance.

Around the region in an IP minute

What are you currently studying?
I am in now in the 6th year of my Bachelor of 
Laws/Bachelor of Business (Banking & Finance) 
double degree at Monash University. I have one 

semester until graduation which I will be 
completing in Florence, Italy.



Upcoming KASS Webinars!

8

If you have seen any interesting trademarks and patents in the gazettes that you think would be right at home here, drop us a 
line at kass@kass.com.my!

Rocking out, heavy metal style!

In this edition of KASS IP exposé, we look at the most literal, pun-niest, coolest and 
most retrosexual trademarks published in the past issues of our Government 
Gazettes. Check out which marks came out tops: 

APRIL’15IP exposé

Trademark No. 00002078
Services: Fast food store, an eating house                           
(a small restaurant), an informal diner or restaurant, 
cold and hot drink store, restaurants, coffee shop  
(Class 43)
Owner: FORMOSA CHANG CORP.

Most Literal
Trademark No. 01006911
Services: Providing food and drink (Class 43)
Owner: HOLY SMOKE SDN BHD

Trademark No. 2013059959
Goods: Book covers; Booklets; Cartoon strips; 
Comic books & strips; Comics; Magazines 
relating to cartoon characters; Picture books; 
Print characters; Printed matter relating to 
cartoon characters; Poster magazines; Printed 
books; Soft cover comic books; Typographic 
characters (Class 16)
Owner: WEBVANCE SDN BHD

COOLEST
Most Retrosexual

KASS trip to Siem Reap!

The KASS team took a break and travelled to Siem Reap for some fun, 
adventure and relaxation recently. 

Famed for being the home of Angkor Wat and one of the locations of 
the movie “Lara Croft: Tomb Raider”,  Siem Reap impressed us with its 

majestic ruins, temples and historic sites, one-of-a-kind circus 
performances, interesting and tasty local food, inexpensive spa 

treatments, and endless shopping opportunities. 

It was a thoroughly enjoyable trip, with the KASS team returning to work 
rested, invigorated and raring to go!

Our patent drafters might be more familiar with the element of 
metal rather than the music genre of metal, but that certainly 
didn’t stop any of us from having a rockin’ good time at our 

recent Heavy Metal-themed Annual Dinner.

Hardcore earsplitting music? Check. KASSians dressed as 
metalheads? Check. Leather, spikes, ripped denim, big hair and 

heavy eye makeup? Double check!

The organizing team successfully kept us entertained with games 
that involved dressing up our colleagues, guessing the sketches, 
balloon popping and downing drinks (of the non-alcoholic kind) 
from baby bottles. This was interspersed with a few rounds of 

lucky draw (with a tablet as the 1st prize and other cool 
prizes, who wouldn’t be excited?) and was followed by the 2nd 
most anticipated activity of the night (the 1st being eating) – 

the unwrapping of our Secret Santa gifts.

This year, we’re making our talks more accessible by doing them online 
so anyone can attend them from anywhere (as long as they have 
internet connection)! Here are two of our upcoming webinars:

Finding Grant$: From Ideas to the Marketplace 
(www.foundermethod.com/grant2015)

11th June 2015

To DISCLOSE or not to DISCLOSE?
(www.foundermethod.com/disclose2015)

6th August 2015

Pun-niesT
Trademark No. 2014010834
Services: Providing food and drink (Class 43)
Owner: SAJANA TRADING & COMMERCIAL INVESTMENT LTD.
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